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DETAILED ACTION 

The brackets and parentheses in page 91 lines 6,9,15,16, page 92 lines 
3,7,15,20, page 93 lines 4,7,15, page 94 lines 2,8,1 1,15,19,21, page 95 lines 
5,10,16, page 96 lines 1,7,12,17,18 and page 97 lines 3,6 are confusing, indefinite, 
not necessary to an understanding of the claimed subject matter and should be 
removed or replaced by commas as appropriate. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner 
and process of making and using it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

Claim 3 is rejected under 35 U.S.C. 1 12, first paragraph, as based on a 
disclosure, which is not enabling. The definitions of the alphanumerics R 3 , R 4 , R 1 , 
andR 2 are critical or essential to the practice of the invention, but not included in 
the claim. Seeln re Mayhew, 527 F.2d 1229, 188 USPQ 356 (CCPA 1976). 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 
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Claims 1-5 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The word "type"as recited by the R 1 and R 2 definitions, "acyl- or aroyl-type" and 
"imide-type" extends the scope of the expressions so as to render them indefinite. 
It was unclear what "type" is intended to convey. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

Claim 3 is rejected under 35 U.S.C. 102(b) as being anticipated by 
Fahrenholtz et al US 430472 1 . 

Fahrenholtz et al teach amine-alkyl substituted dioxo compounds 
corresponding to claim 3 where A = carbon, B 1 = hydrogen, B 2 = -O-alkyl. See 
column 1 1 line 25. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sagawa 
et al US 6376685 taken with Fahrenholtz et al US 4202978, Smits et al US 
6001954 in view of Fahrenholtz et al US 4304721, Hollingsworth et al US 
6Q40464 with McEntire US 4371704 and Testard US 2851469. 

Sagawa et al teach a process of preparing amine-alkyl or protected amino 
substituted 2,3-epoxypropane, corresponding to applicants' formula (6), by 
reacting a diol, corresponding to formula (1) with a alkylsulfonyl halogenide, 
corresponding to formula (3). See, for example, column 2 lines 38-67and column 
3 lines 1-15. 

Patentees do not show the dioxo intermediate protecting group. However, 
this group would be inherently present as the starting materials, and process steps 
are the same. One would expect the intermediates would also be the same. This is 
particularly true in view of Fahrenholtz et al US '978 and Smits et al, which teach 
an analogous process of reacting a diol to form a dioxo intermediate which is 
converted to the epoxide final product. See respectively, columns 9-12 scheme 5 
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and columns 1-2 reaction III-V. As to the amine-alkyl substituted dioxo protected 
intermediate of claim 3 and its conversion to amine-alkyl epoxy, see Fahrenholtz et 
al '721 column 1 1 line 25 where A = carbon, B 1 = hydrogen, B 2 = -O-alkyl, and, 
column 12 line 66 to column 13 line 5 as well as column 2 line 60 formula VII. 
Hollingsworth et al teach an analogous intermediate and process and also note that 
corresponding amino- dioxo compounds, their formula 1 1, is a key intermediate in 
the preparation of other chiral compounds. See column 6 line 30 to column 7 line 
16 as further shown by McEntire and Testard. See respectively, column 2 lines 1+ 
and column 1 lines 27-37, without a catayst. In view of the art as a whole the 
claimed invention would have been obvious to one of ordinary skill in the art. 
No claim is allowed. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Raymond Covington whose telephone number 
is (571) 272-0681 . The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Thomas McKenzie at telephone number (571) 272-0681. 

The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 



direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




